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DETAILED ACTION 

APPLICANTS ELECTION 

Applicant's election with traverse of Group I (Claims 1-28) in the reply filed on 3/7/06 is 
acknowledged. The traversal is on the ground(s) that Groups l-IV share common features 
which would facilitate searching. This is not found persuasive because the examination process 
requires a search of non-patent literature, U.S. patent publications, U.S. patents, as well as 
foreign patent literature. The requirement is still deemed proper and is therefore made FINAL. 
Claims 29-32 are hereby withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected invention or species, there being no allowable generic or linking 
claim. 

Applicant's election with traverse of Specie A (cDNA molecules), Specie B (screening for 
the function of a secreted protein), and Specie C (calcium phosphate transfection) in the reply 
filed on 3/7/06 is acknowledged. The traversal regarding a lack of search burden for the above 
species is persuasive, therefore the specie election for Species A, B, and C is withdrawn and all 
species are rejoined. 

OBJECTIONS 

Claims 4-28 are objected to under 37 CFR 1.75(c) as being in improper form because a multiple 
dependent claim cannot depend from a multiple dependent claim (instant claim 3). See MPEP 
§ 608.01 (n). Accordingly, the claims 4-28 have not been further treated on the merits. 

CLAIMS UNDER EXAMINATION 

Claims herein under examination are Claims 1-3. 



Application/Control Number: 10/773,100 
Art Unit: 1631 



Page 3 



CLAIM REJECTIONS - 35 USC § 112, 2 nd Paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 recites the limitation " optionally automated separation of endotoxins...". As 
written, it is unclear whether "optionally" is referring to the actual method step being optional or 
to the automated separation being optional. Clarification is requested. 

Claim 1 recites the limitation "automated transfection of cells with the DNA obtained in 
step (c) or, if the cells are bacteria, obtained in step (d) by means of a third robot." It is unclear 
how the material which has been "obtained in step (d)" is related to the step of "automated 
transfection." Clarification is requested. Claims 2-3 are rejected as they depend either directly or 
indirectly from instant claim 1 . 
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CLAIM REJECTIONS - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C.102 that form the basis 

for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 

Claims 1-3 are rejected under 35 U.S.C. 102 (a) and (e) as being anticipated by Vogels et al. 
(US Pat. #6,340,595; Filed Jul. 21, 1999). 

Vogels et al. teach means and methods of high-throughput screening of gene function using 
adrenoviral libraries for functional genomics applications. More specifically, Vogels et al. teach 
the following aspects of the instant invention: 

■ Automated colony-picking robot; plasmid DNA isolation, lysis, and pelleting (i.e. 
separation) [Col. 64, lines 25-55], as in instant claim 1 (steps a, b, c) 

■ Methods suited for endotoxin separation in high-throughput DNA isolation (i.e. 
automated methods) [Col. 52, lines 5-30], as in instant claim 1 (step d). 

■ Transfection of cells with isolated DNA [Col. 64, lines 58-67], as in instant claim 1 (step 
e). 
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■ High-throughput construction of a gene expression library for use in automated 
screening [Col. 65, lines 10-35], as in instant claims 1 (step f) and 2. 

■ Sample nucleic acids comprising DNA, cDNA, oligonucleotides, and encoded 
polypeptides [Abstract], as in instant claim 3. 

■ Screening for altered phenotype, which is used as the basis to assign function to the 
product encoded by the sample nucleic acids [Col. 3, lines 30-60], as in instant claim 1. 

■ Transfection using calcium phosphate [col. 42, lines 45-55], as in instant claim 1. 

Claims 1-3 are rejected under 35 U.S.C. 102 (e) as being anticipated by Stemmer et al. (US 
Pat. No. 6,500,617; Filed: Apr. 22, 1999). 

Stemmer et al. teach automated methods of producing libraries of recombinant pest 
resistant genes and screening for properties of interest [Abstract]. More specifically, Stemmer et 
al. teach the following aspects of the instant invention: 

■ All steps including cell picking, cell growth, sample preparation, and analysis are 
automated and carried out at various robotic workstations [Col. 53, lines 35-50], as in 
instant claim 1. 

■ automated colony picking robot (Q-bot) that acquires a nucleic material from cells; lysis 
of cells and centrifugation (i.e. separation of DNA from cellular debris) [Col. 55, lines 1- 
20], and cotransfection of cells with cells with viral DNA [col. 52, lines 1-7] 

■ cells containing recombinant DNA are screened to detect desired property [Col. 44, lines 
15-25];as in instant claim 1. 

■ DNA isolation from pools (i.e. libraries) or clones [Col. 15, lines 65 through Col. 16, lines 
1-5] and genomic DNA [Col. 57, lines 25-32], as in instant claims 2 and 3. 
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PRIOR ART MADE OF RECORD 

The prior art made of record and not relied upon which is considered pertinent to 
applicant's disclosure: 

■ Regelin et al. (J. Biomolecular Screening, 2001, Vol. 6, No. 4, p.245-254) 

■ Grimm et al. (Biotechniques, March 2002, Vol. 32, No. 3, p.670-677). 

CONCLUSION 

Claims 4-28 are objected to and Claims 1-3 are rejected for reasons set forth above. No 
claims are allowed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Pablo Whaley whose telephone number is (571)272-4425. The examiner 
can normally be reached on 9:30am - 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571)272-0718. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Pablo S. Whaley 



Patent Examiner 
Art Unit 1631 
Office: 571-272-4425 
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